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Claim Rejections - 35 USC §112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claim 4 recites the limitation "the fulcrum" in line 2 of claim. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3,5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Mann [5,706,41 6] in view of Van der Mast [4,61 8,766]. As per claim 1 , Mann 

[5,706,416] teaches a sample observation method comprising the step of recognizing 

the image of an object in the image of a sample by comparing it with a previously stored 

reference image, the observation method characterized by further comprising the steps 

of specifying an object in the image wherein multiple pairs of images of multiple objects 

having a different tilt angle with respect to the optical axis being stored as the reference 

images for the objects, computing the correlation between the specified object image 

and reference image, and displaying the result of computation. See Mann [5,706,416] 
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abstract, figs. 1-2, col. 1 lines 5-15, 50-60, col. 2 lines 5-10, 20-32, columns 3-4, col. 7 
lines 1-20, col. 8 lines 5-20, 44-50, col. 10 lines 10-20, and columns 13-14. However, 
Mann [5,706,416] does not explicitly state the sample observation being used with a 
transmission electron beam. Van der Mast [4,618,766] teaches a sample observation 
method for the transmission electron beam wherein the transmission electron beam 
images objects having a different tilt angle with respect to the optical axis. See Van der 
Mast [4,618,766] abstract, fig. 1, col. 1 lines 5-10, 18-23, 50 - col. 2 line 5, 40-48, 64- 
68, col. 4 line 55-62, and col. 5 lines 25-45. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to have the sample 
observation being used with an transmission electron beam in order to aid in the 
determination of the being shift resulting from the beam being turned off and on. 

As per claim 2, Mann [5,706,416] teaches specifying an object in the image 
wherein multiple images formed by polar coordinate conversion (coordinate 
transformation, which the examiner views as equivalent to being formed by polar 
coordinate conversion) of the images of multiple objects being stored as reference 
images, carrying out polar coordinate conversion (coordinate transformation, which the 
examiner Views as equivalent to being formed by polar coordinate conversion) of the 
image of the specified object, computing the correlation of the images between the 
specified object image having been subject to polar coordinate conversion and the 
reference image, and displaying the result of computation. See Mann [5,706,41 6] 
abstract, figs. 1-2, col. 1 lines 5-15, 50-60, col. 2 lines 5-10, 20-32, columns 3-4, col. 7 
lines 1-20, col. 8 lines 5-20, 44-50, col. 10 lines 10-20, and columns 13-14. 
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As per claim 3, Mann [5,706,416] teaches the image of the object consisting of 
multiple pairs of images of the objects having a different tilt angle with respect to the 
optical axis. See Mann [5,706,416] abstract, figs. 1-2, col. 1 lines 5-15, 50-60, col. 2 
lines 5-10, 20-32, columns 3-4, col. 7 lines 1-20, col. 8 lines 5-20, 44-50, col. 10 lines 
10-20, and columns 13-14. 

As per claim 5, Mann [5,706,416] the result of computation being displayed in 
terms of agreement between the object image and the reference image. See Mann 
[5,706,416] abstract, figs. 1-2, col. 1 lines 5-15, 50-60, col. 2 lines 5-10, 20-32, columns 
3-4, col. 7 lines 1-20, col. 8 lines 5-20, 44-50, col. 10 lines 10-20, and columns 13-14. 

As per claim 6, Mann [5,706,416] teaches selecting multiple objects in the 
images of a sample, carrying out polar coordinate conversion (coordinate 
transformation, which the examiner views as equivalent to being formed by polar 
coordinate conversion) of each of the selected multiple object images, specifying one of 
the multiple objects, and computing the correlation between the image of the specified 
object subsequent to polar coordinate conversion (coordinate transformation, which the 
examiner views as equivalent to being formed by polar coordinate conversion) and the 
images of other objects subsequent polar coordinate conversion, and displaying the 
result of computation. See Mann [5,706,416] abstract, figs. 1-2, col. 1 lines 5-15, 50- 
60, col. 2 lines 5-10, 20-32, columns 3-4, col. 7 lines 1-20, col. 8 lines 5-20, 44-50, col. 
10 lines 10-20, and columns 13-14. 



Application/Control Number: 10/720,251 Page 5 

Art Unit: 2881 

As per claim 7, Mann [5,706,416] teaches the apparatus data at the time of 
photographing the image of the sample, being stored in a one-to-one relationship 
(database library col. 13 line 40 - col. 14 line 67). 

As per claims 8-9, Mann [5,706,416] teaches the image of the sample being 
stored, and containing a tag area, and the apparatus data being stored in the tag area. 
See Mann [5,706,416] abstract, figs. 1-2, col. 1 lines 5-15, 50-60, col. 2 lines 5-10, 20- 
32, columns 3-4, col. 7 lines 1-20, col. 8 lines 5-20, 44-50, col. 10 lines 10-20, and 
columns 13-14. However, it does not explicitly state the format in which the sample is 
stored. It would have been obvious to one of ordinary skill in the art the time the 
invention was made to have the format be a TIFF format, since it has been held to be 
within the general skill of a worker in the art to select a known computer processing 
format on the basis of its suitability for the intended use as a matter of obvious design 
choice. 

As per claim 10, Van der Mast [4,618,766] teaches a transmission electron 
microscope comprising an electron gun (2), an irradiation lens (4,6) for applying to a 
sample (10) the electron beam discharged from the electron gun, and a controller (26) 
for storing the electron beam image having passed through the sample (10), the 
transmission electron microscope further characterized in the controller. See Van der 
Mast [4,618,766] abstract, fig. 1, col. 1 lines 5-10, 18-23, 50 - col. 2 line 5, 40-48, 64- 
68, col. 4 line 55-62, and col. 5 lines 25-45. However, Van der Mast [4,618,766] does 
not explicitly state that the controller store a set of multiple transmission electron 
microscope images having different angles of the electron beam as reference in 
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advance. It would have been obvious to one ordinary skill in the art at the time the 
invention was made to have the controller store a set of multiple transmission electron 
microscope images having different angles of the electron beam as reference in 
advance in order to aid one in determining the beam displacement after the beam has 
been turned off and on so as to prevent irradiating the sample at the wrong location. 
Van der Mast [4,618,766] also teaches the electron beam being applied to the sample 
to form a set of multiple transmission electron microscope images having different 
irradiation angles, thereby computing correlation between the set of the multiple 
transmission electron microscope images and the reference image. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent Nos. 6,570,1 56 to Tsuneta et al, 5,983,251 to 
Martens et al, and U.S. Published Patent Application 2003/0039386 to Ishitani et are 
considered pertinent to the applicants' disclosure. Tsuneta [6,570, 1 56] is considered 
pertinent due to its discussion on an auto-adjusting electron microscope. Martens 
[5,983,251] is considered pertinent due to its discussion on a method and apparatus for 
data analysis. Ishitani [2003/0039386] is considered pertinent due to its discussion on 
an image evaluation method and microscope. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Quash whose telephone number is (571 )-272- 
2480. The examiner can normally be reached on Monday thru Friday 9 a.m. to 5 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Lee can be reached on (571 )-272-2477. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

A. Quash 
9/30/04 




